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Harold J. Wanebo and Shashikant Mehta 



09/287, 884 
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Examiner: J.D. Goldberg 
Group Art Unit: 1614 
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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
MAIL STOP PETITION 
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OFFICE OF PETITIONS 
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United States Postal Service "Express Mail Post Office to 
Addressee" service under 37 C.F.R. §1.10 on the date indicated 
above and is addressed to the Commissioner for Patents, P.O. Box 
1450, Alexandria, VA 22313-1450 



Printed -Name : 



Respectfully submitted, 




John P. White 
Registration No. 28,678 
Alan J. Morrison 
Registration No. 37,399 
Attorneys for Applicants 
Cooper Sc Dunham LLP 
1185 Avenue of the Americas 
New York, New York 10036 
Tel. No. (212) 278-0400 
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AGENTS FOR INDUCING CELL DEATH AND USES THEREOF 
IN TREATING CANCER 

1185 Avenue of the Americas 
New York, New York 10 036 
February 4, 2 0 04 

RECEIVED 

Attention: Office of Petitions 

Commissioner for Patents pjrg \ \ 2004 

P.O. Box 1450 

Alexandria, VA 22313-1450 OFFICE OF FET3T10NS 

SIR: 



PETITION TO REVIVE AN UNINTENTIONALLY 
ABANDONED APPLICATION UNDER 37 C.F.R. §1.137 (b) 

This Petition is submitted to revive the above-identified 
application under 37 C.F.R. §1. 137(b). A copy of the Notice of 
Abandonment issued April 24, 2002 in connection with the above- 
identified application is attached hereto as Exhibit: A. 

REMARKS 

Notice of Abandonment and Related Facts 

July 13, 2001 Notice of Allowance 



A Notice of Allowance was issued in the subject application on 
July 13, 2001 requiring applicants to submit (i) the issue fee 
and (ii) new formal drawings by the October 15, 2 001 deadline for 
doing so. A copy of the July 13, 2001 Notice of Allowance is 
attached hereto as Exhibit B. 
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Summary 



In view of the foregoing, applicants earnestly solicit an 
expeditious revival of the subject application so that it may 
proceed to issuance of a patent. 

If a telephone interview would be of assistance in resolving any 
issue in connection with this petition, applicants' undersigned 
attorneys invite the Examiner to telephone them at the number 
provided below. 

No fee, other than the enclosed $620.00 fee as set forth in 37 
C.F.R. §1.17(m), is deemed necessary in connection with the 
filing of this petition. If any additional fee is required, 
authorization is hereby given to charge the amount of any such 
fee to Deposit Account No. 03-3125. 




John P. White 



Registration No. 28,678 
Alan J. Morrison 



Registration No. 37,399 
Attorneys for Applicants 
Cooper & Dunham LLP 



1185 Avenue of the Americas 



New York, New York 10036 
Tel. No. (212) 278-0400 
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October 15, 2001 Communication Forwarding Formal Drawings 

In response to the July 13, 2001 Notice of Allowance, applicants 
timely submitted the issue fee on October 15, 2001. 

The undersigned attorneys have been unable to locate the file for 
the subject application and, thus, unable to provide verification 
of the filing of the Communication Forwarding Formal Drawings in 
the form of a stamped, returned postcard receipt. However, it is 
the undersigned attorneys' belief that formal drawings were 
completed and mailed to the U.S. Patent and Trademark Office on 
October 15, 2001. As evidence of the completion of the formal 
drawings, applicants submit as Exhibit C a copy of the billing 
records for Cooper & Dunham LLP in connection with the subject 
application during the relevant time period, i.e., from January, 
2001 through September, 2003. According to these records, time 
was billed for the preparation of formal drawings by Ms. Yadira 
Green ("YG"), a paralegal employed at Cooper & Dunham LLP, on 
August 17, 2001, August 20, 2001 and October 3, 2001 (see page 2 
of Exhibit C) . 

Furthermore, as evidence of the submission of the formal 
drawings, applicants submit as Exhibit D a redacted copy of 
Cooper & Dunham LLP's internal docketing record for October 15, 
2001. On page 2 of this record, under the prompt for the subject 
application, listed as docket number 58463 and stating 
"drawings," is the notation "filed 10/15/01 - YG, " and a check 
mark indicating that Ms. Green believed that - the drawings were 
filed with the U.S. Patent and Trademark Office by the deadline 
for doing so. 
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April 24, 2002 Notice of Abandonment 

On March 18, 2002, the Examiner assigned to this application, 
Examiner Toni Hood, left a telephone message with the undersigned 
attorney's firm stating that the new formal drawings had not yet 
been received by the Patent and Trademark Office, and inquiring 
whether or not the new formal drawings were timely submitted. At 
that time, the file for the subject application could not be 
located by the undersigned attorney, preventing the undersigned 
attorney from timely submitting a copy of the Communication 
Forwarding Formal Drawings which is believed to have been filed 
on October 15, 2001. As stated above, the undersigned attorney 
has since still been unable to locate the file for the subject 
application. 

As a result, on April 24, 2002, the U.S. Patent and Trademark 
Office issued a Notice of Abandonment in connection with the 
sub j ect application . 

The April 24, 2002 Notice states that the subject application is 
abandoned in view of applicants' failure to timely submit new 
formal drawings in response to. the July 13, 2001 Notice of 
Allowance by the October 15, 2001 deadline for doing so. 

On June 21, 2002, Alan J. Morrison, Esq. of the undersigned 
attorney's office spoke by telephone with Mr. Tom Hawkins, the 
Abandonment contact person at the Patent and Trademark Office, 
concerning the April 24, 2002 Notice of Abandonment. During the 
telephone conference, Mr. Hawkins stated to Mr. Morrison that in 
order to withdraw the holding of abandonment, supporting evidence 
must be submitted demonstrating that the Patent and Trademark 
Office received the formal drawings submitted on October 15, 
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2001. 



On September 6, 2002, after numerous, unsuccessful attempts to 
locate the file for the subject application, Mr. Morrison 
executed a Power to Inspect and Make Copies, and provided that 
document to Ms. Helene Stanonick with instructions to obtain a 
copy of the prosecution history for the subject application, 
including a copy of the originally filed drawings, to be used to 
prepare replacement formal drawings. Copies of (i) the September 
6, 2002 letter to Ms. Stanonick, (ii) the Power to Inspect and 
Make Copies and (iii) the facsimile transmission receipt 
indicating successful transmission, are attached hereto as 
Exhibit E. 

On January 6, 2003, still having not received a copy of the 
prosecution history from Ms. Stanonick, the instructions to her 
were reiterated by retransmitting the September 6, 2002 letter by 
facsimile. The facsimile transmission receipt indicating 
successful transmission is attached hereto as Exhibit: F. After 
receipt of the file history, new, replacement formal drawings 
were prepared by the undersigned attorney's firm. These drawings 
were completed on April 10, 2003. 

Action Requested 

Petition to Revive Unintentionally Abandoned Application 

Applicants hereby petition to revive the subject unintentionally 
abandoned application under 37 C.F.R. §1. 137(b).. 

A petition under 37 C.F.R. §1.137 (b) must be accompanied by: 

(1) the required reply, unless it has been previously submitted; 



Applicants: Harold J. Wanebo and Shashikant Mehta 
Serial No.: 09/287,88.4 
Filed: April 7, 1999 

Page 5 

(2) the petition fee set forth in 37 C.F.R. §1.17(m); 

(3) a statement that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was 
unintentional ; and 

(4) any terminal disclaimer (and fee as set forth in §1. 20(d)) 
required pursuant to 37 C.F.R. §1.137 (c) for a utility 
application filed before June 8, 1995. 

Applicants submit as Exhibit G a replacement Communication 
Forwarding Formal Drawings, including twenty-one (21) sheets of 
new, corrected formal drawings for Figures 1-12 (Exhibit 1) . 

The fee for filing a Petition under 37 C.F.R. §1.137 (b) as set 
forth in 37 C.F.R. §1.17 (m) is SIX HUNDRED FORTY DOLLARS 
($640.00) for a small entity. Small entity status has been 
previously established. Authorization is hereby given to charge 
the amount of such fee to Deposit Account No. 03-3125. 

Pursuant to 37 C.F.R. §1 . 137 (b) ( 3) , the undersigned hereby states 
that, for the reasons set forth above, the entire delay in filing 
the required reply from the original due date for reply until the 
filing of this Petition pursuant to 37 C.F.R. §1. 137(b) was 
unintentional . 

Because the subject application was filed after June 8, 1995, no 
terminal disclaimer is required under 37 C.F.R §1. 137(c). 
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NOTICE OF ABANDONMENT ^ 1 



This application is abandoned in view of: 

□ Applicant's failure to timely file a proper response 1o the Office letter mailed on 
□ A response (with a Certificate of Mailing or Transmission of. 



_) was received on 



., which is after the expiration of the period for response (including a total extension of 



but it does not constitute a proper response to the final 



time of month(s)) which expired on 

□ A proposed response was received on . 

rejection. 

(A proper response to a final rejection consists only of: a timely filed amendment which places the application in 
condition for allowance; a Notice of Appeal; or the filing of a continuing application under 37 CFR 1 .62 (FWC). 

□ No response has been received. 

Applicant's failure to timely pay the required issue fee within the statutory period of three months from the mailing date 
of the Notice of Allowance. 

□ The issue fee (with a Certificate of Mailing or Transmission of ) was received on 

□ The submitted issue fee of $ is insufficient. The issue fee required by 37 CFR t .18 is $ 

□ The issue fee has not been received. 

Applicant's failure to timely file new formal drawings as required in the Notice of Allowability. 

□ Proposed new formal drawings (with a Certificate of Mailing or Transmission of. 



_) were 
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□ The proposed new formal drawings filed . 
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CD No proposed new formal drawings have been received. 

□ The express abandonment under 37 CFR 1 .62(g) in favor of the FWC application filed on 

□ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire 
interest, or all of the applicants. 

□ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 
37 CFR 1 .34(a) upon the filing of a continuing application. 

and because the period 



□ The decision by the Board of Patent Appeals and Interferences rendered on 

tor seeking court review of the decision has expired and there are no allowed claims. 

□ The reason(s) below: 
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m APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PA TENT 
tOSECUTION ON THE MERITS IS CLOSED. 

IE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR THIS 
'PLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD CANNOT BE EXTENDED. 



OW TO RESPOND TO THIS NOTICE: 

Review the SMALL ENTITY status shown above, 
f the SMALL ENTITY is shown as YES, verify your 
surrerit SMALL ENTITY status: 

\. If the status is changed, pay twice the amount of the 
FEE DUE shown above and notify the Patent and 
Trademark Office of the change in status, or 

3. If the status is the same, pay the FEE DUE shown 
above. 



If the SMALL ENTITY is shown as NO: 



A. Pay FEE DUE shown above, or 



B. File verified statement of Small Entity Status before, or with, 
payment of 1/2 the FEE DUE shown above. 

Part B-lssue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your 
ISSUE FEE. Even if the ISSUE FEE has already been paid by charge to deposit account, Part B Issue Fee Transmittal 
should be completed and returned. If you are charging the ISSUE FEE to your deposit account, section "4b" of Part 
B-lssue Fee Transmittal should be completed and an extra copy of the form should be submitted. 
. All communications regarding this application must give application number and batch number. 
Please direct all communications prior to issuance to Box ISSUE FEE unless advised to the contrary. 

IPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 

maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance 

fees when due. 
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BILLING ATTORNEY: 8 - John P. White 
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ROGER WILLIAMS HOSPITAL 
c/o Edward & Angell, LLP 
Attn: Mr. James R. McGuirk, 
2800 Bankboston Plaza 
providence, Rhode Island 02 903-24 99 



B/Comm: 
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Trust Funds 3 
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Bill Form: 914 
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04-24-01 
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WWH Preparation of Office Action response 

WWH Preparation of Office Action response 

WWH Preparation of Office Action response 
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WWH Preparation of Office Action response 

WWH Preparation of Office Action response 

WWH Preparation of Office Action response 
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AJM Preparation of response to Office Action 

WWH Preparation of Office Action Response 

WWH Preparation of Office Action Response 
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AJM Preparation of Response to Office Action 

WWH Preparation of Office Action Response 

WWH Preparation of Office Action Response 

AJM Preparation of response to Office Action 

WWH Preparation of Office Action Response 

AJM Preparation of response to Office Action 

WWH Preparation of response to Office Action 

AJM Preparation of response to Office Action and letter to J. 

McGuirk regarding same 

AJM Preparation of response to Office Action 

WWH Preparation of Office Action response, reporting letter to J. 
McGuirk 

AJM Examiner interview regarding amendment, review of claims 

regarding same 

JPW Review Notice of Allowance and Allowability 

AAH Correspondence with Mr. J. McGuirk regarding allowance 

YG prepare formal drawings 

YG prepare formal drawings 

AAH Correspondence with Mr. J. McGuirk regarding allowance 

JPW Correspondence to James R. McGuirk 

MYS Review application with MPL in regard to new information in 
58463 -A-PCT file (differences for consideration of filing 
national phase in US) 

YG prepare formal drawings 

JHB Review national stage documents to be filed 

ANX prepare issue fee transmittal papers 

ANX prepare issue fee transmittal papers 

JPW Correspondence to James R. McGuirk, Esq. 

AJM Call with T. Hawkins of PTO 
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BY FACSIMILE 

Ms. Helene Stanonick 
P.O. Box 24 31 
Arlington, VA 22202 

Re: Harold J. Wanebo and Shashikant Mehta, Combinations of 
Ceramide and Chemotherapeut ic Agents for Inducing Cell Death 
and Uses Thereof in Treating Cancer, U.S. Serial No. 
09/287,884, filed April 7. 1999 - Our Docket 58463 

Dear Ms. Stanonick: 

Further to your September 6, 2002 telephone conference with Dr. 
Nicholas Muto of our office, I enclose a Power to Inspect and Make 
Copies of the above-identified U.S. patent application. 

Using the enclosed Power to Inspect and Make Copies, please make 
one (1) copy of the prosecution history, including references, of 
this application. Please send this copy to us via Federal Express 
at your earliest convenience. 




Ms. Helene Stanonick 
September 6, 2002 
Page 2 

If you have any questions, please call Dr. Muto at (212) 278-0420. 
Thank you for your assistance in this matter. 



Sincerely, 




Alan J. Morrison 



JPW/AJM/NFM 
Enclosure 



cc : John P. White, Esq. 



Dkt . 58463/ JPW/AJM/NFM 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application of : Harold J. Wanebo and Shashikant Mehta 

Serial No. : 09/287,884 Group Art Unit: 1614 

Filed : April 7, 1999 Examiner: J.D. Goldberg 

For : COMBINATIONS OF CERAM IDE AND 

CHEMOTHERAPEUTIC AGENTS FOR INDUCING CELL 
DEATH AND USES THEREOF IN TREATING CANCER 

1185 Avenue of the Americas 
New York, New York 10036 
September 6, 2002 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



POWER TO INSPECT AND MAKE COPIES 

Sir : 

This is to grant Helene Stanonick, P.O. Box 2431, Arlington, VA 
22202, the power to inspect and make copies of the above- 
identified application. 

Re s p e,c t f u 1 1 y s ubm i 1 1 e d , 




John P. White 
Registration No. 28,678 
Alan J. Morrison 
Registration No. 37,399 
Attorneys for Applicants 
Cooper & Dunham LLP 
1185 Avenue of the Americas 
New York, New York 10036 
(212) 278-0400 
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4a. The fottowing fees are enclosed (make check payable to Commissioner 
of Patents and Trademarks): 

B Issue Fee 

□ Advance Order -# of Copies _ — — - ' • 



4b. The fottowing fees or deficiency in these fees should be charged to: 
DEPOSIT ACCOUNT NUMBER. 03-3125 



(ENCLOSE AN EXTRA COPY Of TWtS FORM) 
□ Issue Fee 

E2 Advance Order-* of Copies. 
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The COMMISSIONS 



AND 





IS requested to apply the Issue Fee to the application identified above. 



(Authorized Signal 
John P. -VKite 



.^28,6 



(Date) 
October 15, 2001 



NOTErtne Issue Fee wiU 
or agent; or the assignee 
Tradem^ Office, vifc 



ted from anyone other than the appttcant a registered attorney 
In Interest as shown toy the records of the Patent and 



BurttohHourStmtwnent: This form is estimated to take 05 hours to complete. Time will vary 
defending on the needs of the irMfrvidual case; Any comments on the amount of time required 
to complete this form should be sent to the Chief Information Officer, Patent and Trademark 
pffi^j Washington;: 6 .C . 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
: Abr^E^i>'SgNP'^EESi , AND THIS FORM TO: Box Issue Fee, Assistant Commissioner for 
Pat^^W^hH^^ 

UnrM Act of 1995, no persons are required to respond to a collection 

:ot inf5^ti6n iinle^ it displays a valid OMB control number. 



10/19/8001 HY0LKR2 00000100 033125 092B7M4 

□20.00 OP 



01 FCi842 

02 FC:5fcl 



80.00 CH 
39.00 CH 



TRANSMIT THIS FORM WITH FEB 



Patent and Tnademar* Office; U.S. DEPARTMENT OF COMMERCE ! 



